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I. REAL PARTY IN INTEREST 

The real parties in interest in this appeal is FUJI PHOTO FILM CO., LTD. and FUJI 
PHOTO OPTICAL CO., LTD., both of Japan. The assignment was previously submitted and 
was recorded on May 31, 2002, at Reel 012944, Frame 0252. It is noted that FUJI PHOTO 
OPTICAL CO., LTD. recorded a name and assignment change on March 18, 2005. The name of 
this assignee is now FUJINON CORPORATION, as recorded at Reel 016378, Frame 0184. It is 
also noted that FUJI PHOTO FILM CO., LTD. recorded a name and assignment change on 
February 15, 2007. The name of this assignee is now FUJIFILM CORPORATION, as recorded 
at Reel 018904, Frame 0001. 
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II. RELATED APPEALS AND INTERFERENCES 

To the knowledge and belief of Appellant, the Assignee, and the Appellant's legal 
representative, there are no other appeals or interferences before the Board of Appeals and 
Interferences that will directly affect or be affected by the Board's decision in the instant Appeal. 
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III. STATUS OF CLAIMS 

Claim 13 is canceled. 

Claims 1-12 and 14-25 are pending in the present application. Claims 1-12, 14-18 and 
22-25 stand finally rejected. The rejections of claims 1-12, 14-18 and 22-25 are being appealed. 

Claims 1-6 and 14-18 have been rejected on the ground of nonstatutory obviousness-type 
double patenting, as allegedly being unpatentable over claim 13 of Kubo et al. (U.S. Patent No. 
6,597,456) in view of Natsuume et al. (A New High Heat Resistant. High Clarity, And High 
Humidity Resistant Polymer For Optical Uses , Materials Research Society Symposium 
Proceedings, Materials Research Society, Pittsburg, PA, U.S. vol. 150, April 25, 1989, pages 
245-250, XP009007850). 

Claims 1-3 have been rejected under 35 U.S.C. § 102(e) as allegedly being anticipated by 
Naya et al. (U.S. Patent No. 6,61 1,367). 

Claims 4-6 and 22-25 have been rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Naya in view of Natsuume. 

Claims 1-12, 15-18 and 22-25 have been rejected under 35 U.S.C. § 103(a) as allegedly 
being unpatentable over Malmqvist et al. (U.S. Patent No. 5,492,840) in view of Natsuume. 

Claims 19-21 are objected to for depending on rejected base claims but describe 
allowable subject matter. 

A copy of the claims on appeal is set forth in an attached Appendix. 
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IV. STATUS OF AMENDMENTS 

The Amendment filed on August 10, 2007 included claim modifications adding claims 
22-25. The amendments and arguments for patentability are believed to have been entered and 
made of record. 

The recitation of the claims is set forth in the attached Appendix. 
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V. SUMMARY OF THE CLAIMED SUBJECT MATTER 
Description of the Independent Claim 

The claims on appeal are explained as set forth below in reference to an exemplary 
embodiment. The claims should not be limited to the embodiments disclosed. 

1 . A surface plasmon resonance measuring chip (FIG. 1 , element 1 0) for use in a 
surface plasmon resonance measurement apparatus (FIG. 1) constituted of a light source (FIG. 1, 
element 31) for emitting a light beam (FIG. 1, element 30); an optical system for making said 
light beam enter a dielectric block at various angles of incidence so that a condition for total 
internal reflection is satisfied at an interface between said dielectric block and said metal film 
(page 23, line 22 to page 24, line 4); and photodetection means (FIG. 1, element 40) for detecting 
the intensity of said light beam satisfying total internal reflection at said interface to detect 
surface plasmon resonance (page 26, line 16 to page 27, line 2); comprising: 

a dielectric block (FIG. 2, element 1 1); 

a metal film (FIG. 2, element 12), formed on a surface of said dielectric block (page 22, 
lines 10-11), for placing a sample thereon (page 22, lines 12-14); 

wherein said dielectric block is formed as a single block that includes an entrance surface 
which said light beam enters, an exit surface from which said light beam emerges, and a surface 
on which said metal film is formed (page 22, lines 14-19); 

said metal film is united with said dielectric block (page 8, lines 13-14 and page 28, lines 
10-13); and 
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said dielectric block is formed from a synthetic resin (page 22, lines 21-24) in which, 
when said light beam is p-polarized outside said dielectric block and then strikes said interface, 
the intensity of an s-polarized component at said interface is 50% or less of the intensity of said 
light beam at said interface (page 8, lines 14-22, page 12, lines 4-8 and page 14, lines 19 to page 
15, line 10). 

Description of dependent claims argued separately: 

2. The surface plasmon resonance measuring chip as set forth in claim 1 , wherein 
said dielectric block is formed from a synthetic resin in which, when said light beam is p- 
polarized outside said dielectric block and then strikes said interface, the intensity of a s- 
polarized component at said interface is 30% or less of the intensity of said light beam at said 
interface (page 8, line 23 to page 9, line 2 and page 15, line 1 1 to page 16, line 1). 

3. The surface plasmon resonance measuring chip as set forth in claim 1 , wherein 
said dielectric block is formed from a synthetic resin in which, when said light beam is p- 
polarized outside said dielectric block and then strikes said interface, the intensity of a s- 
polarized component at said interface is 10% or less of the intensity of said light beam at said 
interface (page 9, lines 2-4 and page 16, lines 2-18). 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

This appeal is directed to each prior art rejection. In particular, the grounds of rejection 
to be reviewed include those rejections wherein: 

Claims 1-6 and 14-18 have been rejected on the ground of nonstatutory obviousness-type 
double patenting, as allegedly being unpatentable over claim 13 of Kubo et al. (U.S. Patent No. 
6,597,456) in view of Natsuume et al. ( A New High Heat Resistant, High Clarity, And High 
Humidity Resistant Polymer For Optical Uses , Materials Research Society Symposium 
Proceedings, Materials Research Society, Pittsburg, PA, U.S. vol. 150, April 25, 1989, pages 
245-250, XP009007850). 

Claims 1-3 have been rejected under 35 U.S.C. § 102(e) as allegedly being anticipated by 
Naya et al. (U.S. Patent No. 6,61 1,367). 

Claims 4-6 and 22-25 have been rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Naya in view of Natsuume. 

Claims 1-12, 15-18 and 22-25 have been rejected under 35 U.S.C. § 103(a) as allegedly 
being unpatentable over Malmqvist et al. (U.S. Patent No. 5,492,840) in view of Natsuume. 
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VII. ARGUMENT 
A. Nonstatutory Obviousness-Type Double Patenting: Claims 1-6 and 14-18 are 
patentable over claim 13 of Kubo et al. (U.S. Patent No. 6,597,456) in view of Natsuume et 
al. 

1. Natsuume et al.'s polyolefin polymer "Zeonex" does not remedy the deficiencies 
of Kubo et al. which concededly lacks a dielectric block composed of synthetic resin 

The Examiner has rejected claims 1-6 and 14-18 on the ground of nonstatutory 
obviousness-type double patenting as allegedly being unpatentable over claim 13 of Kubo et al. 
(U.S. Patent No. 6,597,456) in view of Natsuume et al. ( A New High Heat Resistant, High 
Clarity. And High Humidity Resistant Polymer For Optical Uses. Materials Research Society 
Symposium Proceedings, Materials Research Society, Pittsburg, PA, U.S. vol. 150, April 25, 
1989, pages 245-250, XP009007850; hereinafter "Natsuume"). For at least the following 
reasons, Appellant traverses the rejection. 

Claim 1 recites: 

A surface plasmon resonance measuring chip for use in a surface plasmon 
resonance measurement apparatus constituted of a light source for emitting a light 
beam; an optical system for making said light beam enter a dielectric block at 
various angles of incidence so that a condition for total internal reflection is 
satisfied at an interface between said dielectric block and said metal film; and 
photodetection means for detecting the intensity of said light beam satisfying total 
internal reflection at said interface to detect surface plasmon resonance; 
comprising: 

a dielectric block; 

a metal film, formed on a surface of said dielectric block, for placing a 
sample thereon; 
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wherein said dielectric block is formed as a single block that includes 
an entrance surface which said light beam enters, an exit surface from which 
said light beam emerges, and a surface on which said metal film is formed; 

said metal film is united with said dielectric block; and 

said dielectric block is formed from a synthetic resin in which, when 
said light beam is p-polarized outside said dielectric block and then strikes 
said interface, the intensity of an s-polarized component at said interface is 
50% or less of the intensity of said light beam at said interface. 

The Examiner conceded on page 3 in the Office Action dated January 11, 2005 that Kubo 

does not recite a dielectric block composed of a synthetic resin. However, the Examiner has 

relied upon Natsuume for disclosing a polyolefin polymer, Zeonex, for optical uses. As such, the 

Examiner alleges that it would have been obvious to one of ordinary skill I the art to use the 

polyolefin polymer material of Natsuume in the dielectric block of Kubo, and because the 

dielectric block of Kubo is allegedly composed of the same material as the dielectric block 

recited by claim 1, Kubo's dielectric block would also allegedly possess the same properties as 

the claimed dielectric block (page 3 of Office Action dated January 1 1, 2005). 

However, as discussed in the Amendment filed on August 10, 2007, claim 1 recites a 
dielectric block but also requires the dielectric block to include certain structural characteristics, 
the structural characteristics are such that the s-polarization of light be limited in the dielectric 
block. Though this feature of the dielectric is described in functional terms, it is the structure of 
the block that results in the polarization characteristics as claimed. Therefore, the recitation 
should be given full consideration as a structural recitation. 

The Examiner has alleged on page 4 of the Office Action dated November 5, 2007 that 

the Zeonex cycloolefm of Natsuume is the same material used in the instant invention and thus 
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will have the same properties. However, even though Natsuume discloses the polyolefin 
polymer Zeonex, the polarization properties and birefringence level of a dielectric are not 
dependent only on the material of the dielectric, as shape and molding/processing conditions are 
also other factors which would determine the polarization properties and birefringence level of 
the dielectric . 

Evidence of such factors effecting polarization properties and birefringence level were 
previously submitted in the submission under 37 C.F.R. §1.114 filed on March 19, 2007. 
Appellant has cited sufficient evidence to rebut any purportedly inherent characteristics. 
Appellant's submission under 37 C.F.R. § 1.1 14 filed on March 19, 2007 clearly demonstrated 
that Natsuume clearly cannot meet the limitations as claimed. For example, Reference 3 (of the 
Rule 1.114 Submission) shows a cycloolefin polymer having a substantial amount of 
birefringence, indicated by the white portions. One skilled in the art would understand that 
birefringence corresponds to an area of dual refraction, which would cause a change in 
polarization. The amount of birefringence shown in Reference 3 is substantial. Thus, Appellant 
has provided the technical data as to why Natsuume does not include the limitations on s- 
polarizations as claimed by claim 1, and further limited in claims 2 and 3. 

As non-limiting exemplary embodiments, the s-polarization may be limited by the ability 
of a particular material to suppress double refraction (birefringence), the shape of the block, 
and/or whether a weld is formed within the dielectric during formation of the of block. From 
these examples, it is clear that multiple structures can provide the s-polarization limitation. 
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Furthermore, even though Natsuume does disclose a polyolefm polymer Zeonex, 
Natsuume's Zeonex is not taught or suggested to be capable of having the same properties of the 
dielectric block as recited by claim 1. Natsuume's Zeonex is but one form of a polyolefm 
polymer, as Zeonex has many different resin grades, such as but not limited to Zeonex 250, 
Zeonex 280, Zeonex 280R, Zeonex 280S, Zeonex 330R, Zeonex 450, Zeonex 480, Zeonex 
480R, Zeonex 480S, Zeonex 490, Zeonex 490K, Zeonex 690R, Zeonex E28R, Zeonex E48R, 
Zeonex RS420 and Zeonex RS820. As such, Natsuume's general disclosure of a polyolefm 
polymer Zeonex would not teach or suggest such a dielectric block with characteristics which are 
specifically recited by claim 1 . 

The Examiner's rejection fails to carefully consider the recited characteristics of the 
claim elements, and thus is clearly incorrect. With further regard to Claims 2-3, the Examiner 
cannot demonstrate that the s-polarization is limited to such extent as described by these 
dependent claims. Therefore, claims 1-3 are patentable for all the above reasons. 

Claims 2-6 and 14-18 are also allowable by virtue of their dependence on claim 1. 

B. 35 U.S.C. § 102(e): Claims 1-3 are patentable over Naya et al. 

35 U.S.C. § 103(a): Claims 4-6 and 22-25 are patentable over Naya et al. in view 
of Natsuume et al. 

The Examiner has rejected claims 1-3 under 35 U.S.C. § 102(e) as allegedly being 
anticipated by Naya et al. (U.S. Patent No. 6,61 1,367; "Naya"), and rejected claims 4-6 and 22- 
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25 under 35 U.S.C. § 103(a) as allegedly being unpatentable over Naya in view of Natsuume. 
For at least the following reasons, Appellant traverses the rejection. 

1. Neither Naya nor Natsuume, alone or in combination, teach or suggest the 
features of claim 1 

The examiner alleges on pages 3-4 of the Office Action dated July 19. 

2006 that: 

The instant claims only require a dielectric block. No specific dielectric 
material is recited in the claims, which suggests that any dielectric material can be 
used in the dielectric block. The polycarbonate material that supports the metal 
film in the surface plasmon resonance sensor of Naya et al is sufficient to 
anticipate the dielectric block of the instant invention since it is a synthetic resin 
and a dielectric material. The last 3 lines of claim 1, as well as claims 2-3, can be 
viewed as either functional limitations or possibly even an intended use. In terms 
of an intended use, note that claims 1-3 recite "when said light is p-polarized" 
which suggests that other types of light can be applied to the dielectric block and 
the intensity of the s-polarized light at the interface would be immaterial if p- 
polarized light is not applied. In terms of the polarization characteristics being a 
functional limitation, since claim 1 is not limited to any specific dielectric 
material but only that the dielectric material be a synthetic resin, the implication is 
that any dielectric material that is a synthetic resin would apparently have the 
claimed s-polarization characteristics, such as the polycarbonate used in Naya. 



Appellant respectfully submits that the rejection should be withdrawn for similar reasons 
as discussed above. 

Appellant submits that the Examiner's failure to show the s-polarization characteristics in 
the prior art renders the rejection improper. Appellant respectfully submits that the Examiner 
has not carried the burden of maintaining the rejections. The primary deficiency relates to the 
fact that the materials disclosed at least by Naya and Natsuume do not appear to expressly or 
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inherently include the limitation on s-polarization as claimed. Therefore claim 1 is patentable 
over Naya for analogous reasons set forth above. Claims 2-6 and 22-25 are patentable based on 
their dependency. Natsuume does not make for the deficiencies. Even though Natsuume teaches 
ZEONEX, its field of use relates to a geometric configuration that would not necessarily result in 
the s-polarization features as described by claim 1 . Even if one were to assume that some s- 
polarization suppression would occur in synthetic resin materials, there is no basis to conclude 
that the s-polarization would achieve the levels as claimed. 

Furthermore, because Reference 3 of Appellant's submission under 37 C.F.R. § 1.1 14 
filed on March 19, 2007 shows that cycloolefin polymers would not inherently limit s- 
polarization as claimed, it is thus also true that synthetic resins generally (of which cycloolefin 
polymers is included) also would not inherently include such polarization characteristics. Thus, 
the polycarbonate of Naya also would not inherently include all features of Claim 1 or its 
dependent claims. 

Claims 2-3 describe even a more restrictive aspect of s-polarization that are not inherent 
in the art of record. 

Therefore, claims 2-6 and 22-25 are patentable based on their dependency on claim 1 . 
Natsuume does not otherwise make up for the deficiencies of Naya. 
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C. 35 U.S.C. § 103(a): Claims 1-12, 15-18 and 22-25 are patentable over Malmqvist 
et al. in view of Natsuume et al. 

The Examiner has rejected claims 1-12, 15-18 and 22-25 under 35 U.S.C. § 103(a) as 
allegedly being unpatentable over Malmqvist et al. (U.S. Patent No. 5,492,840; "Malmqvist") in 
view of Natsuume. For at least the following reasons, Appellant traverses the rejection. 

1. Malmqvist in view of Natsuume does not teach of suggest the features of claim 1 

The examiner correctly concedes on page 6 of the Office Action dated 
October 18, 2005 that: 

Malmqvist et al differs from the instant invention in failing to teach using 
a cycloolefin polymer to support the thin metal film in the sensor unit. 

The Examiner, however, asserts that 

It would have been obvious to one of ordinary skill in the art to substitute 
a plate composed of the Zeonex cycloolefin polymer of Natsuume et al for the 
glass plate in the sensor unit of Malmqvist et al because the high transmittance 
properties of the Zeonex would provide for a more sensitive sensor unit 

Appellant respectfully submits that the rejection should be withdrawn. 

Appellant submits that this combination of Malmqvist and Natsuume includes the basic 
deficiencies as set forth above regarding the lack of the s-polarization characteristics as claimed. 

Therefore, claims 2-12, 15-18 and 22-25 are patentable based on at least their 
dependency on claim 1 as well as for their additionally recited elements. Natsuume does not 
otherwise make up for the deficiencies of Malmqvist. 

In view of the foregoing, Appellant submits that all the pending prior art rejections 
should be withdrawn. 
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The statutory fee of $510.00 is being charged to Deposit Account No. 19-4880 via EFS 
Payment Screen. The USPTO is also directed and authorized to charge all required fees, except 
for the Issue Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit 
any overpayments to said Deposit Account. 



Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 




Registration No. 52,432 



WASHINGTON OFFICE 



23373 



CUSTOMER NUMBER 



Date: August 19, 2008 
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CLAIMS APPENDIX 

CLAIMS 1-12, 14-18 and 22-25 ON APPEAL: 

1 . A surface plasmon resonance measuring chip for use in a surface plasmon 
resonance measurement apparatus constituted of a light source for emitting a light beam; an 
optical system for making said light beam enter a dielectric block at various angles of incidence 
so that a condition for total internal reflection is satisfied at an interface between said dielectric 
block and said metal film; and photodetection means for detecting the intensity of said light 
beam satisfying total internal reflection at said interface to detect surface plasmon resonance; 
comprising: 

a dielectric block; 

a metal film, formed on a surface of said dielectric block, for placing a sample thereon; 

wherein said dielectric block is formed as a single block that includes an entrance surface 
which said light beam enters, an exit surface from which said light beam emerges, and a surface 
on which said metal film is formed; 

said metal film is united with said dielectric block; and 

said dielectric block is formed from a synthetic resin in which, when said light beam is p- 
polarized outside said dielectric block and then strikes said interface, the intensity of an s- 
polarized component at said interface is 50% or less of the intensity of said light beam at said 
interface. 
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2. The surface plasmon resonance measuring chip as set forth in claim 1 , wherein 
said dielectric block is formed from a synthetic resin in which, when said light beam is p- 
polarized outside said dielectric block and then strikes said interface, the intensity of a s- 
polarized component at said interface is 30% or less of the intensity of said light beam at said 
interface. 

3. The surface plasmon resonance measuring chip as set forth in claim 1, wherein 
said dielectric block is formed from a synthetic resin in which, when said light beam is p- 
polarized outside said dielectric block and then strikes said interface, the intensity of a s- 
polarized component at said interface is 10% or less of the intensity of said light beam at said 
interface. 

4. The surface plasmon resonance measuring chip as set forth in claim 1 , wherein 
said synthetic resin is a synthetic resin that is selected from polymethylmethacrylate, a 
cycloolefin polymer, or a cycloolefin copolymer. 

5. The surface plasmon resonance measuring chip as set forth in claim 2, wherein 
said synthetic resin is a synthetic resin that is selected from polymethylmethacrylate, a 
cycloolefin polymer, or a cycloolefin copolymer. 
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6. The surface plasmon resonance measuring chip as set forth in claim 3, wherein 
said synthetic resin is a synthetic resin that is selected from polymethylmethacrylate, a 
cycloolefin polymer, or a cycloolefin copolymer. 

7. The surface plasmon resonance measuring chip as set forth in claim 1 , wherein a 
sensing medium that exhibits a coupling reaction with a specific substance in said sample is 
fixed on said metal film. 

8. The surface plasmon resonance measuring chip as set forth in claim 2, wherein a 
sensing medium that exhibits a coupling reaction with a specific substance in said sample is 
fixed on said metal film. 

9. The surface plasmon resonance measuring chip as set forth in claim 3, wherein a 
sensing medium that exhibits a coupling reaction with a specific substance in said sample is 
fixed on said metal film. 

10. The surface plasmon resonance measuring chip as set forth in claim 4, wherein a 
sensing medium that exhibits a coupling reaction with a specific substance in said sample is 
fixed on said metal film. 
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1 1 . The surface plasmon resonance measuring chip as set forth in claim 4, wherein a 
sensing medium that exhibits a coupling reaction with a specific substance in said sample is 
fixed on said metal film. 

12. The surface plasmon resonance measuring chip as set forth in claim 6, wherein a 
sensing medium that exhibits a coupling reaction with a specific substance in said sample is 
fixed on said metal film. 

14. The surface plasmon resonance measuring chip as set forth in claim 1 , wherein 
said sample is fixed on said metal film and is held in a sample holding frame which is integrally 
formed on said dielectric block. 

15. The surface plasmon resonance measuring chip as set forth in claim 1 , wherein a 
top surface of said dielectric block is contiguous to said metal film such that there is substantially 
no air gap between said top surface of said dielectric block and said metal film. 

1 6. The surface plasmon resonance measuring chip as set forth in claim 1 , wherein 
said dielectric block and said metal film are integrally formed. 

17. The surface plasmon resonance measuring chip as set forth in claim 1 , wherein 
said dielectric block is formed in the shape of a rectangular parallelepiped. 
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18. The surface plasmon resonance measuring chip as set forth in claim 1 , wherein 
said metal film comprises a vapor-deposited film. 

22. The chip of claim 1 , wherein the light source is configured to provide p-polarized 
light to the dielectric block. 

23 . The chip of claim 1 , wherein said dielectric block is formed in a quadrangular 
pyramid shape. 

24. The chip of claim 1 , wherein the dielectric block is formed of an injected resin 
having no weld point at the entrance face. 

25. The chip of claim 1 , wherein the dielectric block is formed of an injected resin 
having limited dual refraction to limit the s-polarized light intensity. 
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EVIDENCE APPENDIX: 



Pursuant to 37 C.F.R. § 41 .37(c)(l)(ix), submitted herewith are copies of any evidence submitted 
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